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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD

Mark: DASH

Certificate of Transmission

Class: 35

I hereby certify that this correspondence is being electronically
. i transmitted to the United States Patent and Trademark Office
Serial No.: 85/250061 on February 2, 2015 via the wébsat http://eta.uspto.gov.

Filing Date: February 23, 2011 [Julie Gerhardt/

APPLICANT'S REPLY

The Examiner filed his Appeal Brief on @ber 10, 2014 in the above-referenced appeal
(“Appeal”) and this is the Applicants’ Reply thereto.
. RECENT PROCEDURAL HISTORY
Subsequent to the Examiner's AppealieBr the Applicants filed a Request to
Consolidate/Request to Suspend and Rem@Riquest”) on October 30, 2014: (1) to
consolidate the Appeal with Appeal Proceeding 88250063 (collectively, the “Appeals”); and
(2) to remand jurisdiction of the swgt application asgned Serial No:85250061
(“Application”) for the mark DASH (stylized) (“Mi&”) to the Examiner to consider additional
evidence further demonstrating the commenraiabkness of the cited marks, DASH, Reg No:
1,807,678; and DASH, Reg No: 2,670,119 (colledtiy the “Cited Marks” and “Cited
Registrations”). The TTAB granted the Request on November 6, 2014. Upon remand, the
Trademark Examiner maintained his refusaldgister the Applicant's Mark and the Appeals
have now resumed.
. ARGUMENT
While the literal elements of the marks arentical, likelihood of onfusion is not found.

Among other factors, the Citebllarks are commercially weak]Jiminating any chance that



consumers believe that all the numerousateel DASH goods and services offered by the
seventy-three (73) registrahtand three hundred and seven (307) common law sdurces,
emanate from only one source, namely, thestemits. Because of the numerous different
sources of DASH related goodsdaservices, consumers look tioe differences between the
Applicants’ Marks and the Cited Marks and easiltidguish the Applicants from the rest of the
sources, including, the registrants. The differencdbe Marks are significant as discussed in
the Applicants’ Appeal Brief and Requestetiprimary difference being the difference in
meaning and connotation of the marks. Speadif/, the Marks refer to the well-known and
popular family, the Kardashiarend fashion icons, Kim Kardasn, Khloe Kardashian and
Kourtney Kardashian, and is an abbréwa of the world famnus KARDASHIAN brand.
Moreover, the fact that the Applicants andjistrants have peacefully co-existed, with no
instances of confusion known byettpplicants for close to nin@) years further establishes
that there is no likéhood of confusion.

A. The Cited Marks are Commercially Weak and Therefore, Afforded Only a
Narrow Scope of Protection.

The Cited Marks are merely two examplesDASH marks in a very crowded field of
hundreds of other DASH marks and therefore mmmmercially weak and should be accorded only
a very narrow scopef protection.

Commercial weakness can be established by both third party common law uses and third

party registrations. The Examiner cited to, and enterado the record, seventy-three (73)

! See, Office Action dated May 26, 2011, exhibits.
2 See, Request, Exhibits 1 and 2.

® The TMEP states, “third-party registrations may be relevant to show that a mark or a portion of a mark is ... so
commonly used that the public will lod& other elements to distinguish thaurce of the goodsr services... [and]
third-party use falls under the sixth du Pont factor — the number and nature of similar marks in usaogosidsl
If the evidence establishes that the consuming public is exposed to third-party use of similar marks on similar goods,




registrations for DASH and DASH-formative marks, which the Examiner asserts are for similar
goods and services, and at least sixteen (1®)eofegistrations were for the exact same goods
and services for which specimens of use were submitted and accepted by the “USR&O.
Applicants provided in its Reqgsethree hundred and seven (30dsinesses thatse the mark
DASH in connection with retail store servicegparel or eyewear or other related goods and
services, for which at least twenty-five (25) im@sses provide the same goods or services as
those listed in the Cited Registratiohs.

Based on the overwhelming evidence provided,Cited Marks are clearly commercially
weak. As weak marks, they should be aféardnly a narrow scope of protection. TMEP §

1207.01(d)(iii) (internal citations aitted) (“If the evidence estabhss that the consuming public

it “is relevant to show that a mark is relatively wesld entitled to only a narrow scope of protection.” TMEP
1207.01(d)(iii) (internal citations omitted)

* MIRROR/DASH, Reg # 3683931, Classes 25 and 18; WINSTON-SALEM DASH, Reg # 3809436, 45;
RADASH, Serial # 85329448, Class 25; LIVE YOUR DASH, Serial # 85517287, Classes 14, 16, 18, 21, 24, 25;
DEALDASH, Reg # 3914068, Class 35; MIDDAY DASH, Serial # 85529736, Class 35; LIVE YOUR DASH —
MAKE EVERY MOMENT MATTER--, Seral # 85087798, Classds®, 21, 25 and 41; THE DIRTY DASH DD,

Reg #4118734, Class 25; DASH BOARD, Reg #4119281, Class 25; STASH ‘N DASH, Reg # 4052567, Class 25;
FASHION DASH, Reg # 4023715, Class 35; SMG DASH, Reg # 4057239, Class 35; ZIP AND DASH, Reg #
3319698, Class 25; STASH ‘N DASH, Reg # 3955871, Class 25; DASH & DIESEL, Reg # 3751990, Class 25 and
LIVING IN THE DASH, Reg # 3533508, Class 25

> Dash Inc., 423 Skyline Dr., Charleston, West Viigir25302-4232; Dash Inc., 104 Liam Ln, Centerville,
Massachusetts 02632-3326; Dashing Boutique, 3573 Cerrillos Rd, Santa Fe, New Mexico 87507-2906; Dash
Apparel, 175 Main St, Los Altos, California 94022-2912ash Apparel, 3219 Climbing Ivy Trl, Jacksonville,
Florida 32216-1172; Dash Clothing Inc., 1375 Broadway Rm 600, New York, New York 10018{7860
Clothing, 2258 S Rural St, Indianapolis, Indiana 46203-3003; Dash Fashions, 170 Sisson Ave. Ste 6rd, Hartf
Connecticut 06105-4058; Dash Fashion, 5577 Alameda Ave, El Paso, Texas 79905-2915; Dash Fashion, 12815 SW
42nd St, Miami, Florida 33175-3424; Dash Fashions, 170 Sisson Ave Ste. 6-1, Hartford, Conf6&05-4058;

Dash Sales, Inc, 1423 Leestown Rd Ste B, Lexindfenfucky 40511-2094; Dash & Dash Enterprises, Inc., 16027
17th Ave, Whitestone, New York 11357-3212; Dashing Elegance Lingerie, L.L.C, 17435 Davenway Dr., Houston,
Texas 77084-1197; Diaper Dash Inc., 4390 Lexi Cir, Broomfield, Colorado 80023-9590; Dot Dot ket

Ave, Saint Louis, Missouri 63105-2225; Dash of Chic Boutique, 4411 Ramsey St, Fayetteville, North Carolina
28311-2234; Styles Dashing Boutique, 19123 Mission Manor Ln, Richmond, Texas 77407-3638; Dash Hemp, 303
Potrero Street Unit 47-101, Santa CGrQalifornia 95060; A Dash of PizazaoBtique, 640 Soutst, Philadelphia,
Pennsylvania 19147-2102; Dash Technical Wear, 1886 Prairie Way, Superior, Colorado 80027-9600; Dash
Technical Wear, 620 Compton St., Broomfield, Colorado 80020-1635; Samy Dash, 1350 E Flamingo Rd 15b, Las
Vegas, Nevada 89119-5263; Styles Dashing Boutij8#23 Mission Manor Ln, Rhmond, Texas 77407-3638;

and Dashing Deals, 801 E Broad Ave. Ste. 17, Rockingham, North Carolina 28379-4382



is exposed to third-party use of similar markssonilar goods, this evidence is relevant to show

that a mark is relatively @ak and entitled to only amaw scope of protection.”).

B. The Source of Applicants’ Services and the Registrants’ Goods are
Distinguishable Because Consumers E#&s Recognize the Difference in the
Meaning of the Marks.

Due to the narrow scope of protectionhet DASH marks, including, the Applicants’
Marks, can co-exist without confusion with t8ged Marks. The Cited Marks and Applicants’
Marks can co-exist without camdion because consumers are ablalistinguish between the
source of the registrants’ goods and the Appt€aservices, based on the difference in the

marks, i.e., connotation and meaning of the marks. 2 McCarthy on Trademarks and Unfair

Competition 8 11:85 (4th ed.) (emphasis addéd) mark that is hemmed in on all sides by

similar marks on similar goods or services cannowvé&® ‘distinctive.’ Itis merely one of a

crowd of similar marks. In such a crowd, @mers will not likely be confused between any two

of the crowd and may have learned to carefully pick out one from the otlSeegiso, TMEP §

1207.01(b)(v) (“Even marks thateaidentical in sound and/oppearance may create sufficiently
different commercial impressions when appliedhe respective parties’ goods or services so
that there is no likelihood of confusion.”); 4 McCarthy on Trademarks and Unfair Competition

8§23:28 at 23-102.19 (4th ed. 2004) (emphasis ad@d8wo conflicting marks each have an

aura of suggestion, but each suggests somethifegatit to the buyer [as ihe case here] this

tends to indicate a lack of likkood of confusion ... Thus, in soniestances identical or closely

similar marks will not in facgive rise to a likelihood of confion because the meaning they

convey in each context will point ghistinctly different directions.”)in re Sears, Roebuck & Co.,
2 US.P.Q.2d 1312, 1314 (T.T.A.B. 1987) (findimgp likelihood of confusion between

CROSSOVER for brassieres and CROSSOVER fdie& sportswear as a result of their



different meanings when applido the goods of applicant amegistrant, notwithstanding the
fact that they are legally idgaal in sound and appearancé);re British Bulldog, Ltd., 224
U.S.P.Q. 854, 856 (T.T.A.B. 1984) (finding nodllhood of confusion between PLAYERS for
shoes and PLAYERS for men’s umadeear due to the differenbanotations in the marks, one
implying a shoe adapted to outdoor activitiesdtireer implies something else “primarily indoors
in nature”);In re Sydel Lingerie Co., Inc., 197 U.S.P.Q. 629, 630 (T.T.A.B. 1977) (finding no
likelihood of confusion between BOTTOMS Ufer ladies and children’s underwear and
BOTTOMS UP for men’s suitg;oats and trousers due tettifferent connotations)n re Shoe
Works, Inc., 6 U.S.P.Q.2d 1890, 1891-1892 (T.T.A.B. 1988) likelihood of confusion between
PALM BAY women's shoes and RM BAY shorts and pants).

As discussed at length in the Applicanfgppeal Brief and Request, the Applicants’
Marks refer to the well-known and popular family, the Kardashians and fashion icons, Kim
Kardashian, Khloe Kardashian and Kourtney Katdan, and is an atdwiation of the world
famous KARDASHIAN brand. While the marki®t karDASHian, but rather DASH, the Board
has long held that it and the examining attorcey go outside the four corners of the application
and rely on extrinsic evidence tietermine the meaning and coratain of an applicant’'s mark.
See, e.g., In re Joint-Sock Company Baik, 84 U.S.P.Q.2d 1921, 1923 (T.T.A.B. 2007) (relying
on encyclopedia entry and dictionary definitions submitted by applicant to determine the
connotation and primary significance of the mBwkIK to the purchasig public and reversing
surname refusal)n re Hamilton Bank, 222 U.S.P.Q. 174, at 175-17V.T.A.B. 1984) (relying
on extrinsic evidence submitted by applicang.,ethird-party registrations and dictionary
definitions, to determine the meaning, connotatiand strength of the mark KEY for banking

services. The Board found the mark KEY wasaw; thus applicant's KEY mark was not likely



to cause confusion)n re Micro Instrument Corp., 222 U.S.P.Q. 252, 253-254 (T.T.A.B. 1984)
(relying on two pieces of literature submittdy applicant that illusated the nature of
applicant’s goods and that the mark MICRO Hiael connotation of precision work. Thus the
Board found the mark was suggesti@nd capable of registration)1 Re Shop-Vac Corp., 219
U.S.P.Q. 470, 471-472 (T.T.A.B9&3) (relying on extrinsic evahce provided by applicant,
namely dictionary definitions, to determiriee suggestive nature ahe term BROOM for
electric vacuums).

In looking at the extrinsic evidence as para by the Applicants, the Applicants’ Mark
is consistently used in connection with theanea image and/or likeness of the Kardashians,
making it clear to consumers that DASH med0ARDASHIAN. The Kardashians are well
known in the fashion industry and the KARDASHIAN brand is often used in connection with the
sale of apparelSee, Office Action Response dated Novesnt28, 2011, Exhibit 1; and attached
hereto a€Exhibit A are true and accurate copies of iaddal website prints of the use of the
Kardashian brand in connection with the salagbarel. In stark contrast, the Cited Marks are
never used in connection with the Kardashiand therefore, do notveke the same meaning.
Specifically, with respect to DASH, Refjlo. 2,670,119, the registrant recently updated its
website, www.nativeyewear.com, where it idaatfthe meaning of its DASH mark, namely,
“referring to a short distancaum, these are anything but a shtermn fix for an eternity of
adventure.” Attached hereto aBxhibit B is a true and correct copy of the website located at

https://nativeyewear.com/shop/sunglasses/aastiash-xp-asphalt-pol-blue-reflex.



SHOP SUNGLASSES v WHY NATIVE v~ SEARCH | LOGIN | CART(0)

« Optic Gear Kit
ar sunglasses are backed by a lifetime warranty. Click here to - Anti-Ocular Intrusion System®

- Interchangeable Lens System

ABOUT THE DASH XP

Often referring to a short distance run, these are anything but a short-term fix for an
eternity of adventure

" ADDTOCART

Like numerous other DASH marks, the registi® DASH mark is referring to the act of
running somewhere suddenly and hastily. Again,ifnery different and highly distinguishable
from the Applicants’ Mark, which refers to tl@shion icons, the karDASHians. Notably, with
respect to Reg. No. 1,807,678, no recent use oimidud by the registrant can be found, aside
from the one listing on ebay for a single pairshorts, submitted isupport of its Section 8
Affidavit filed on May 28, 2014. Regardless, theaning of the mark is not the same as the
Applicants, i.e., the Kardashians, given the faat the Applicants have not granted a license to
the registrant to do so.

C. The Applicants’ Marks and the Cited Marks have Co-existed without Actual
Confusion.

Concurrent use of the Applicants’ Marksdathe Cited Marks for nearly a decade in a
marketplace that the Examiner deems relatedionitany known instances of actual confusion is
strong evidence againstikelihood of confusion.

Underdu Pont, the eighth factor in determining the likelihood of consumer confusion
under Section 2(d) is “[tlhe length of time during and conditions under which there has been
concurrent use without evidem of actual confusion.’Application of E. . DuPont DeNemours
& Co., 476 F.2d 1357, 1361 (C.C.P.A. 1973). If thees been ample opportunity for actual

confusion and none exists (aghge case here), the absence ahsevidence has been previously



held by the TTAB to be particularly stron&ee, Harry Fischer Corp. v. Keneth Knits, Inc., 207
USPQ 1019 (TTAB 1980) (the Board found the aoseof actual confusion to be “the most
telling portion of the record” and found no élkhood of confusion). Generally speaking,
evidence tending to show longer period of co-existencejtmout evidence of confusion will
militate against a finding that confusion is likelySee, Citigroup Inc. v. Capital City Bank
Group, Inc., 98 USPQ2d 1253, 1259 (Fed. Cir. 201h)Re Gen. Motors Corp., 23 U.S.P.Q.2d
1465, 1471 (P.T.O. Jan. 15, 1992) (“[A]bsence of any knowident of actual confusion in an
extensive period of contemporaneous use ofnthaeks is strong evidence that confusion is not
likely to occur in the future”).

In the instant case, the Applicants began using its Marks at leaathasis August 2006,
and the registrants for Reg. No. 2,670,119 38®7,678 claim to have begun use of its DASH
marks in February 2002 and Apii®73 respectively. With close tone (9) years of co-existed
use, the Applicants are unawakany instance of confusion, ael or otherwise, between its
Marks and the Cited Marks, which strongly suggéisat there is nokelihood of confusion.

The instant case is uncannily similarltore Srategic Partners, Inc. 102 USPQ2d 1397
(TTAB 2012), wherein the Board reversed a refftsaegister the mark ANYWEAR (in stylized
text), for “footwear,” finding ndikelihood of confugon with the registred mark ANYWEAR
BY JOSIE NATORI (and design), for “jackets, shirgmnts, stretch T-tops and stoles.” Given
the similarity in the marks and the relatednekthe goods, the Board stated that “under usual
circumstances” it would conclude that confusisrikely to occur; however, the Board did not
find a likelihood of confusion because the applitapreviously registexd mark for identical
goods co-existed with the cited rsigations for over five(5) yeardd. at 1399. While one of the

Applicants in the instant case, namely, Kimsapess Inc. does in facwn a registration for



DASH for fashion accessoriésnd while it has only been registered since March 5, 2013, the
Applicants’ Marks have nevertheless co-existed withcited registrations for well over five (5)
years. As it did in several, previous TTAB cases, the lack adbhcbnfusion in the present case
for this extended period of time strongly sagts that there is no likelihood of confusion
between Applicants ‘Markand the Cited Marks.
[Il. CONCLUSION

Based on the foregoing, and the argumentsiguely submitted by the Applicants as set
forth in the file history, the Applicants resgfully request the Board reverse the Examiner’s
refusal to register the Marks andpapve the applicabin for publication.
DATED: February 2, 2015

Respectfully submitted,
GORDON SILVER

[Jennifer Ko Craft/

Jennifer Ko Craft, Esq.

Joanna M. Myers, Esq.

3960 Howard Hughes Parkway, Ninth Floor
Las Vegas, Nevada 89169
trademarks@gordonsilver.com

(702) 796-5555 (phone)

(702) 947-9684 (fax)

® DASH, Reg No: 4298421, Goods: “Jewelry; Jewelry and imitation jewelry; Jewelry boxes; Jewelry boxes not of
metal; Jewelry boxes of metal; Jewelry boxes of precious metal; Jewelry cases; dasesdrgot of precious metal;
Jewelry chains; Jewelry for attachment to clothingyeley organizers; Jewelry watches; Leather jewelry and
accessory boxes; Pet jewelry; Pins being jewelry; Plastic bracelets in the naturelnyf }aiméches and jewelry;
Watches, clocks, jewelry and imitation jewelry.”
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REGISTER LOGIN

K ARDASHIAN INITAOS

THE MIRAGE HOTEL, LAS

SOUVENIRS GLASSWARE POOL COSMETICS JEWELRY APPAREL

Welcome to

The Kardashian Khaos online store includes speciality, made-to-order gifts, apparel, exclusive
souvenirs and lots of fun one-of-a-kind items! Enjoy shopping!

Love, Kris, Kourtney, Kim and Khloe
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Native Eyewear
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< Polarized PCCe Lens >
DASH XP™

$129

Asphalt with Blue Reflex Lens
About Reflex Lenses

ADD TO CART

ADD TO WISHLIST

F# | Share

https://nativeyewear.com/shop/sunglasses/dash-xp/dash-xp-asphalt-pol-blue-reflex 2/2/2015



Native Eyewear

POLY CRYSTAL CARBONATE (P.C.C.®) POLARIZED LENS TECHNOLOGY

Optical-quality, impact-resistant lenses block 100 percent of the harmful UV light and eliminate glare for sharp,
clear vision with increased contrast and depth perception. P.C.C.® lenses provide outstanding vision and
protection in any lighting condition. Polarized Reflex lenses provide superior glare reduction and enhanced

tyling.

https://nativeyewear.com/shop/sunglasses/dash-xp/dash-xp-asphalt-pol-blue-reflex 2/2/2015



Native Eyewear
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FIT FPRUFILE:

M

« SportFlex™ Lens Kit Included
« Hybrid Venting

« Cushinol™

- Mastoid Temple Grip™

- Optic Gear Kit

« Anti-Ocular Intrusion System®
« Interchangeable Lens System

NATIVE LIFETIME WARRANTY

N

All Native Eyewear sunglasses are backed by a lifetime warranty. Click here to learn more.

ABOUT THE DASH XP

Often referring to a short distance run, these are anything but a short-term fix for an eternity of adventure

ADD TO CART

https://nativeyewear.com/shop/sunglasses/dash-xp/dash-xp-asphalt-pol-blue-reflex 2/2/2015



Native Eyewear
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RELATED ITEMS

HARDTOP™

EASTRIM™

VIGOR™

https://nativeyewear.com/shop/sunglasses/dash-xp/dash-xp-asphalt-pol-blue-reflex 2/2/2015



Native Eyewear

JOIN THE JOURNEY

Enter Email Address

6000

SHOP SUNGLASSES

All

New

Performance
Lifestyle

Parts & Accessories

WHY NATIVE

About

Technology
Lifetime Warranty
Locals Only Project

Cart(0) Dealer Locator ReturnPolicy Login Search F.A.Q. ContactUs Press Privacy Policy Terms & Conditions

Copyright ©2015 Native Eyewear Inc.
All rights reserved.
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